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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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1 )D Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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4) ^ Claim(s) 204-206 is/are pending in the application. 
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6) ^ Claim(s) 204 and 206 is/are rejected. 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

Claims 204-206 are pending. 

Board of Patent Appeals and Interferences rendered its decision on September 
22, 2005 whereby all of the rejections of record are reversed (112, 1 st paragraph, written 
description and enablement and 112, 2 nd paragraph). 

Prosecution on the merits of this application is reopened on claims 204-206 
considered unpatentable for the reasons indicated below. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 204 and 206 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Convents et al. 

Convents et al (US Patent 5,443,750) teach a cellulase having endoglucanase 
activity from Humicola insolens (SEQ ID NO:2, 305 amino acids). Said SEQ ID NO:2 is 
78.8% identical to SEQ ID NO:5 of the instant invention and comprises substitution 
Q1 19H (numbering according to SEQ ID NO:1). It further comprises at least a 
substitution Q4R and thus, anticipates claims 204 and 206. 
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Claims 204 and 206 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Schulein et al. 

Schulein et al (WO 94/07998, form PTO-1449 filed March 3, 1999) teach a 
cellulase having endoglucanase activity from Humicola insolens (SEQ ID NO:10, 284 
amino acids). Said SEQ ID NO:10 is 78.8% identical to SEQ ID NO:5 of the instant 
invention and comprises substitution Q119H (numbering according to SEQ ID NO:1). It 
further comprises at least a substitution Q4R and thus, anticipates claims 204 and 206. 

The patentability of the product resides in the product and the claimed "modified 
cellulase" having a given amino acid sequence is indistinguishable from the cellulase 
from Humicola having the same amino acid sequence. 

Allowable Subject Matter 

Claim 205 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicants disclosure. 

US Patent 5,792,641 (national stage of WO 94/07998, supra) and its divisional, 
US Patent 6,114,296, teach SEQ ID NO: 10 (284 amino acids) that is 78.8% identical to 
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SEQ ID NO:5 of the instant invention and comprises substitution Q1 19H (numbering 
according to SEQ ID NO:1). 

US Patent 5,520;838, SEQ ID NO: 2 (305 amino acids) is 78.8% identical to SEQ 
ID NO:5 of the instant invention and comprises substitution Q1 19H (numbering 
according to SEQ ID NO:1). 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elizabeth Slobodyansky, PhD whose telephone number 
is 571-272-0941. The examiner can normally be reached on M-F 10:00 - 6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ponnathapura Achutamurthy, PhD can be reached on 571-272-0928. The 
fax phone number for the organization where this application or proceeding is assigned 
is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Elizabeth Slobodyansky, PhD 
Primary Examiner 
Art Unit 1652 




October 17, 2005 



BRUCE KISLIUK, DIRECTOR 
TECHNOLOGY CENTER 1600 



